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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 6/27/05 , 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) IEI Claim(s) 1-55 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-55 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a), 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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4) n Interview Sunnmary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
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DETAILED ACTION 
C/a/m Rejections - 35 USC § 101 

Claims 35-47 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non-statutory 
subject matter as set forth in the previous office action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale iri this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1. 16-22 and 35-47 are rejected under 35 U.S.C. 102(b) as being anticipated by Lovell as set forth in 
the previous office action. 

Applicant remarks that Lovell fails to show "receiving a player selected game option from a plurality 
of game options". Explicit in Lovell is that "a player would first choose which of the three games 30,40 and 
50, respectively, he whished to play...." (col. 4, In. 35). Selecting from an option of three games meets the 
limitations of the recited claims. As to clam 16, 60 is considered a player selected game option 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all obviousness rejections set forth 
in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-15, 23-32 and 48-55 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lovell in view 
of Pick 3 and Win a Million. 

As to applicant's remart^s to claim 23, Lovell shows a "a mulit-play option enabling a player to select a 
plurality of game types" in the marking of regions 30, 40 and 50 and "a plurality of game options for multiple ways to 
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win on the same draw" in the rounds selected at 60. As to claim 10, the play of a game on a player terminal is not 
new. Games like Win a Million are known to be administered by such tenninals. 

As to claim 9, the selection of 3 digit inherently Incorporates games of a single digit. Moreover, lottery type 
games where only a single number Is needed to win Is not new. 

The word "motivation" or a word similar to "motivation" does not appear In 35 U.S.C. § 103(a). While a finding of 
"motivation" supported by substantial evidence probably will support combining teachings of different prior art 
references to establish a prima facie obviousness case, it Is not always necessary. For example, where a claimed 
apparatus requiring Phillips head screws differs from a prior art apparatus describing the use of flathead screws, it 
might be hard to find motivation to substitute flathead screws with Phillips head screws to amve at the claimed 
invention. However, the prior art would make it more than clear that Phillips head screws and flathead screws are 
viable altematives serving the same purpose. Hence, the prior art would "suggesf substitution of flathead screws for 
Phillips head screws albeit the prior art might not "motivate" use of Phillips head screws in place of flathead screws. 
What must be established to sustain an obviousness rejection is a legally sufficient rationale as to why the claimed 
subject matter, as a whole, would have been obvious notwithstanding a difference between claimed subject matter 
and a reference which Is prior art under 35 U.S.C. § 102. Once a difference is found to exist, then the examiner must 
articulate a legally sufficient rationale in support of a §1 03(a) rejection. The legally sufficient rationale may be 
supported by a reason, suggestion, teaching or motivation in the prior art which would have rendered obvious the 
claimed subject within the meaning of § 103(a). In re Dance, 160 F.3d 1339. 1343,48 USPQ2d 1635, 1637(Fed. Cir. 
1998) (there must be some teaching, suggestion or motivation in the prior art to make the specific combination that 
was made by the applicant). Note that motivation can come from 1 ) the teachings of the prior art, 2) the knowledge of 
persons of ordinary skill in the art and/or 3) the nature of the problem solved. See In re Rouffet, 149 F.3d 1350, 47 
USPQ 2"^ 1453 (Fed. Cir. 1998). In the instant case, one skilled in the art would surely consider how other types of 
lotteries are played In considering the teaching of Lovell. As such, the combination of Pick 3 and Win a Million is 
considered fairiy suggested. As to claims 48-50 the multi-play is considered fairiy taught as set forth above with 
respect to claim 23. As to claims 51-54, printed and electronic tickets in lottery games are old. Claim 55 is so broad 
as to be inherent in all lottery type games and Is considered met by the applied art. 
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Conclusion 



Applicant's amendment necessitated the new ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL See MPEP § 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE IVIONTHS from the mailing 
date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of this final action and 
the advisory action is not mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication and its merits should be directed to William Pierce at E-mail 
address bill.pierce@USPTO.gov or at telephone number (571 ) 272-4414. 



872-9306. 

For informal fax communications the fax number is (703) 308-7769. 

Any Inquiry of a general nature or relating to the status of this application or proceeding can also be directed 
to the receptionist whose telephone number is (703) 308-1 148. 



For official fax communications to be officially entered in the application the fax number is (703) 



Any inquiry concerning the drawings should be directed to the Drafting Division whose telephone 



number is (703) 305-8335. 




